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This is a decision on appeal under 35 U.S.C. § 134 from
the rejection of clains 1-39.
We affirm but enter new grounds of rejection.

BACKGROUND

The disclosed invention is directed to a system and
met hod for inplenenting a trading card netaphor in an
el ectronic trading card (ETC). ETCs are segnents of conputer
code that have a data format as shown in Figure 1. ETC
products nmay be of various types, such as clue cards, code
cards, sports cards, and character cards (Figure 4). ETCs nmay
be made, traded, used in activities (such as gane playing), or
may be collected |ike paper trading cards (specification,
pages 8-9; Figure 6).

Clains 1, 16, and 21 are reproduced bel ow

1. A systemfor the inplenentation of a trading card
met aphor, conpri sing:

a di sassoci ated conputer program consisting of a
plurality of electronic trading cards (ETCs), each ETC
corresponding to a di sassoci ated conputer code segnent
and having an electronic format that supports card
scarcity and card authenticity.

16. A nethod for inplenenting a trading card netaphor in
an electronic trading card (ETC), conprising the steps
of :
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entering a multiroomvirtual environnent where each
roomin said environnent requires a specific set of ETCs
to conplete an ETC col |l ection, each ETC corresponding to
a di sassoci ated conputer code segnment and havi ng an
el ectronic format that supports card scarcity and card
aut henticity;

finding a m ssing ETC,

conpleting said set; and

reward when said set is conpleted.

21. A nmethod for inplenenting a trading card netaphor,
conprising the steps of:

a dissociating a conputer program consisting of a
plurality of electronic trading cards (ETCs), each ETC
corresponding to a di sassoci ated conputer code segnent
and having an electronic format that supports card
scarcity and card authenticity.

The Exam ner relies on the followng prior art reference:

Smith et al. (Smith) 5,533,124 July 2, 1996
(filed Decenber 7, 1994)

Clainms 1-39 stand rejected under 35 U . S.C. 8§ 101 as being
directed to nonstatutory subject matter.

Clains 1-39 stand rejected under 35 U.S.C. § 102(e) as
bei ng anticipated by Smth.

W refer to the Ofice Action (Paper No. 10) entered

May 21, 1997, and the Exami ner's Answer (Paper No. 17) (pages
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referred to as "EA ") for a statenent of the Exam ner's
position and to the replacenent Brief (Paper No. 16) (pages
referred to as "Br__") filed March 2, 1998, for Appellant's
argunent s thereagai nst.

CPIL NI ON

I nterpretation of "di sassoci at ed”

The clains first require interpretation. "[T]he nane of

the gane is the claim" 1n re Honiker Co., 150 F. 3d 1362,

1369, 47 USPQRd 1523, 1529 (Fed. Cir. 1998). |In particular
we define the term "di sassoci ated" which appears in al
i ndependent cl ai ns.

The Exam ner states (Paper No. 10, page 2):

The clained invention is directed to data structures
representing descriptive material per se. This

determ nation is based on the fact that Applicant has
intentionally avoided claimng the mechani sm or medi um
that is interrelated with the data structure; e.g.:

"di sassoci ated conputer program'; "disassociated conputer
code segnents.”" See MP.E P. 2106

The Exam ner further states (EA5):

The word "di sassoci ated” neans: "to di sconnection [sic]
from associ ation, dissociate,” Wbster's New
International Dictionary, Second Edition, (1939). A
conputer programis associated wwth a nedium e.g. a disk
or conputer nenory. Therefore, a disassociated conputer
programis a program not associ ated when [sic] a nedium
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Thus, the Exami ner interprets "disassoci ated" to nmean not
associated wth a tangi ble nmedi um

A "conputer program per se is an abstract entity and
does not inply association with a storage nmediumor nmenory. A
medi um nust be explicitly recited. Therefore, we do not
interpret "disassociated" to necessarily refer to | ack of
association with a tangi ble nmedium although it could have
that nmeaning also. The term "disassociated" is used in the

specification in the sense of "separate,” "standing by
itself,” or "not part of sonething else,” which is consistent
with its normal neaning of "detached from association.”™ For
exanpl e, the specification discusses the opportunity for

“mul ti media products that allow consuners to browse, create,

col l ect, and exchange di sassoci ated pieces of multinedia data"

(enmphasi s added) (page 4, lines 7-8) as opposed to "l arge,
monol ithic collections of data that can only be browsed by the
consuner” (page 4, lines 9-10). As another exanple, the
specification discusses "di sassoci ated conponents in the form
of ETCs" (page 20, lines 2-3).

We interpret "a disassociated conmputer program' in

claiml to be a separate conputer program i.e., a program
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that is not part of a larger conputer program The "ETC
corresponding to a di sassoci ated conputer code segnent” in al
of the independent clains is interpreted to nmean that the ETC
iIs a separate conputer code segnent, i.e., a code segnment that
is not part of a larger code segnent. Because the clains do
not recite that the conputer program or the conputer code
segnent is stored on a tangible nedium no nediumis expressly

or inpliedly clained.

35 US.C 8§ 101

The Exam ner states (Paper No. 10, page 2):

The clained invention is directed to data structures
representing descriptive material per se. This
determ nation is based on the fact that Applicant has
intentionally avoided claimng the mechani sm or medi um
that is interrelated with the data structure; e.g.:
"di sassoci ated conputer program'; "disassociated conputer
code segnents.” See MP.E P. 2106

Section 2106 of the Manual of Patent Exam ni ng Procedure

(MPEP) reproduces the Patent and Trademark OfFfice Exanm nation

Quidelines for Conputer-Related Inventions (Guidelines),

1184 Of. Gaz. Pat. & Trademark O fice 87 (March 26, 1996)2

2 MPEP 8§ 2106 incorporates the footnotes of the
Quidelines into the body of the text and changes sonme wordi ng,
such as "non-functional” in the Guidelines to "nonfunctional."

-6 -
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As stated in MPEP 8§ 2106 under heading |IV.B.1, "Non-Statutory
Subj ect Matter":

Descriptive material can be characterized as either
"functional descriptive material" or "nonfunctional
descriptive material." In this context, "functiona
descriptive material™ consists of data structures and
conput er progranms which inpart functionality when encoded

on a conputer-readable nedium . . . "Nonfunctiona
descriptive material" includes but is not limted to
music, literary works and a conpilation or nere

arrangenent of dat a.

Both types of "descriptive material" are
nonst atutory when clainmed as descriptive material per_se.
When functional descriptive nmaterial is recorded on sone
conput er -readabl e mediumit becones structurally and
functionally interrelated to the mediumand wll be
statutory in nost cases. . . . \Wen nonfunctional
descriptive material is recorded on sone conputer-
readable medium it is not structurally and functionally
interrelated to the mediumbut is nerely carried by the
medium Merely claimng nonfunctional descriptive
mat erial stored in a conputer-readabl e medi um does not
make it statutory.

W refer to the analysis in section IV.B.1(a) in the MPEP and

the Guidelines for further analysis. Conputer prograns and

data structures per se are abstractions and do not fall within
any of the four statutory categories of patentable subject
nmatter.

Appel  ant groups clains 1-39 to stand or fall together
(Brl1l). Thus, the rejection would normally be decided on the
basis of a single claim See 37 CFR 8§ 1.192(c)(7) (1997).

-7 -
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Al t hough Appel | ant reproduces the independent clains, this
does not constitute an argunent as to why the clains are
separately patentable. 1d. Under the rules, we could
consider clainms 1-39 to stand or fall together with claim1,
in which case all the clainms would be considered nonstatutory
because claim1 is nonstatutory. However, we have decided to
address the independent clainms separately. The dependent
clains will stand or fall with their respective independent

claim

| ndependent claim 1l and dependent clains 2-14

The "di sassoci ated conmputer programt in claiml is a
conmput er program per _se, i.e., a conputer programin the
abstract and not enbodied in any tangible medium It is
consi dered non-statutory "functional descriptive nmaterial" for

the reasons discussed in the GQuidelines and the MPEP. The

"ETC corresponding to a disassoci ated conputer code segnent
and having an electronic format" is a data structure per se,
i.e., a data structure (as shown in Figure 1) in the abstract
and not enbodied in any tangible nmedium It is also

consi dered non-statutory "functional descriptive nmaterial"” for

the reasons discussed in the @Quidelines and the MPEP. Caim

- 8 -
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1, as a whole, does not recite statutory subject matter.
Although claiml is directed to a "system' in the preanble,
this is not determ native of statutory subject matter. See

In re Walter, 618 F.2d 758, 205 USPQ 397 (CCPA 1980) (system

clainms and nmethod cl ainms held nonstatutory).

Appel  ant argues that the 8 101 rejection is untinely and
puts an undue burden on Appellant (Brl12-13). Wile it is
unfortunate that the Exam ner did not enter the § 101
rejection until the third Ofice action, there is nothing that
can be done. Exam ners are charged with maki ng sure that an
"applicant is entitled to a patent under law," 35 U S. C
8§ 151. A statutory ground of rejection cannot be dism ssed
j ust because it was not entered earlier.

Appel  ant argues (Brl13): "The Exam ner's proposition
"that the Applicant has intentionally avoided claimng the
mechani smor mediumthat is interrelated wth the data
structure' is pure speculation w thout any factual basis and,
nmoreover, is apt to offend Applicant and his Counsel." The
cl ai rs define what Appellant regards as his invention.

35 U.S.C. §8 112, second paragraph. Since claim1l does not

recite any substrate nmedi um on which the conputer program and
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ETCs are stored, it nust be presuned that Appellant intended
not to claimthe nmedi um

Appel I ant quotes clainms 1, 15, 16, 19, 21, and 38 and
concludes (Br1l5-16): "Clearly, none of the above clains is
directed to data structures representing descriptive materi al
per se. [Paragraph] For exanple, Claim1l essentially recites
a system conprising a disassoci ated conputer program
consisting of electronic trading cards.” Appellant nakes no
effort to address why a conputer program and an ETC conputer
code segnents are not descriptive material "per se" under the
Quidelines and the MPEP, that is, Appellant has not shown how
the clains (especially claim1l) recite sonething physical.

Appel I ant quotes fromthe specification and states
(Br16): "The concept of the conventional trading card is well
known, and, in doubt, the physical appearance of the
el ectronic trading card woul d have to be assuned to be simlar
to that of a conventional trading card.” The clains define
the invention. It is Appellant's responsibility to claimwhat
he regards as his invention and we assune the clains reflect
Appellant's intent. Here there is nothing physical about what

is clained in claim1l and no physical appearance is recited.

- 10 -
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Limtations will not be read into the clains fromthe
specification to make the clained subject matter statutory.
Moreover, it is not clear what limtations Appellant would
have read in fromthe specification

Appel | ant argues (Brl16-17):

Fromthe above it is clear that it is not a data
structure per se or a conmputer program per se (so-called
Functional Descriptive Material) which is clained. See
MP.E. P. 2106 B 1.(a): "Data Structures [sic] not

cl ai med as enbodi ed in conputer-readable nedia are
descriptive material per se and are not statutory because
they are neither physical 'things' nor statutory
processes.” The present clains are clearly different and
directed to different subject matter than was clained in
War nerdam 33 F.3d, 1361, 31 USPQ@d, 1760 [cited in
footnote 30 in the Guidelines to the quotation] where a
claimto a data structure per se was held nonstatutory.
Wil e the invention may be worked using a series of steps
to be perforned on a conputer (e.g. in case of on-line
ETCs), the system according to the invention may as wel |
be i npl emented by using physical trading cards contai ning
the particular ETC format (i.e. ETCs on physical nedia).
But even in the former case, the invention does not
nmerely mani pul ate an abstract idea or solve a purely

mat hemati cal problemw thout any limtation to a
practical application. Wth the present invention,

el ectronic trading cards nust be produced or created,

di stributed or traded, then collected, and offer sone
kind of reward when a series of ETCs has been conpl et ed.
El ectronic trading cards can be viewed, either on a
conmput er screen or on sone other physical nedia (see
order, Inre Gary M Beauregard, et al., Case

No. 95-1054, Fed. Gr., 12 May 1995) ("Connector [sic ?]
Prograns Enbodied in a Tangi ble Medium ...are patentable
subject matter under 35 USC § 101...".
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Again, the clains define the invention and claim1 does
not recite that the conputer programand the ETC conputer code
segnent are enbodied in physical nedia. The clainmed conputer
program and a conputer code segnent having a certain formt
(i.e., a data structure) are abstract. The citation of

In re Beauregard is inapposite because the cl ai ned subj ect

matter is not enbodied in a tangi ble mediumas noted in the
guot ati on.

For the reasons discussed above, Appellant has not
persuaded us of error in the rejection of claiml1l. The § 101
rejection of claim1 and its dependent clains 2-14 is
sust ai ned.

| ndependent cl ains 15, 16, and 19
and dependent clains 17, 18, and 20

Clainms 15, 16, and 19 are nethod cl ai ns and, therefore,
the analysis applied to claim1 does not hold. The Exam ner
apparently recogni zed this when witing the Exam ner's Answer
and provided this additional reasoning (EA3-4):

The clai ned invention of clains 15, 16, 19, 21 and

t hose dependent therefromare directed to abstract ideas.

Each set of clainms describe an ethereal function. |If the

function is not ethereal then it is unknown who (a

person) or what (a conputer) is perform ng the function

or who or what is being operated on by the function.

- 12 -
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Appel lant did not file a reply brief to chall enge these
new reasons by the Examner. See 37 CFR 8§ 1.193(b) (appell ant
may file a reply brief addressing new points of argunents).
Neverthel ess, we do not affirmthe rejection pro forma

"[ A] series of steps is a 'process' within § 101 unl ess
it falls within a judicially determ ned category of

nonstatutory subject matter exceptions.” 1n re Sarkar,

588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978). The
recogni zed exceptions are for "laws of nature, natura

phenonena, and abstract ideas.”" See In re Al appat,

33 F.3d 1526, 1542, 31 USPQ2d 1545, 1556 (Fed. G r. 1994) (in

banc) (citing Dianond v. Diehr, 450 U S. 175, 185 (1981)).

The key to statutory subject matter is whether the clained
subject matter is directed to a "practical application,” which
the Federal Circuit has said is "a useful, concrete and

tangible result.” State Street Bank & Trust Co. v. Signature

Financial Goup Inc., 149 F.3d 1368, 1375, 47 USPQd 1596

1602 (Fed. Cir. 1998). Thus, a "process" no longer requires a
physi cal transformation of sonething to a different state or
thing (al though such transformations fall within the so-called

"saf e harbors” of the GQuidelines and MPEP 8§ IV.B.2.(b)(i)).

- 138 -
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Claim 15 recites steps of "assenbling and personali zi ng
at |l east one ETCs [sic]," "choosing a format and setting for
said ETC," followed by several optional steps. These steps
are directed to a "useful, concrete and tangible result" of
preparing an ETC. W do not agree with the Exam ner's
conclusion that the steps are "ethereal” in the sense of
| acki ng some physical action. The § 101 rejection of claim15
IS reversed.

Claim 16 recites steps of "entering a nultiroom virtual

envi ronnent where each roomin said environnent requires a

specific set of ETCto conplete an ETC collection,” "finding a
m ssing ETC," "conpleting said set,"” and "reward when said set
is conpleted.” These steps are directed to a "useful,

concrete and tangible result"” of an ETC collecting activity.
We do not agree with the Examiner's conclusion that the steps
are "ethereal." The 8 101 rejection of claim16 and its
dependent clains 17 and 18 is reversed.

Claim19 recites steps of "solving a puzzle having
increasing levels of difficulty using a series of [ETCs]" and
"reproduci ng a personalized certificate of conpletion when,

and only when, each level of said puzzle is solved, said

- 14 -
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certificate of conpletion optionally including clues to solve
a next level of said puzzle." These steps are directed to a
"useful, concrete and tangible result” of playing a puzzle
gane using ETCs. W do not agree with the Exam ner's
conclusion that the steps are "ethereal.” The 8§ 101 rejection

of claim19 and its dependent claim20 is reversed.

NEW GROUND OF REJECTI ON UNDER 37 CFR § 1.196(b)
| ndependent claim 21 and dependent clains 22-37

W enter a new ground of rejection under 37 CFR
§ 1.196(b) as to claim?21 and its dependent clainms 22-37 under
35 U.S.C. 8§ 112, second paragraph.

Claim 21 recites the single step of "a dissociating a
conputer program consisting of a plurality of electronic
trading cards (ETCs), each ETC corresponding to a
di sassoci at ed conput er code segnent and having an el ectronic
format that supports card scarcity and card authenticity.” In
our opinion, the phrase "a dissociating a conputer program' is
indefinite under 35 U . S.C. 8§ 112, second paragraph. It cannot
be determ ned whether claim 21 intends to recite "dissociating

a conmputer program or "a dissociating conputer program"” In
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any case, it is not known what is neant by either phrase and
we find no description of either phrase in the specification.
We reverse the 8§ 101 rejection of clains 21-37. \ere
the cl ained subject matter is indefinite, an eval uation
thereof relative to statutory subject matter is inappropriate.

. Inre Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA

1970) ("If no reasonably definite nmeaning can be ascribed to
certain terns in the claim the subject natter does not becone

obvi ous--the cl ai mbecones indefinite); In re Steele,

305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962) ("[Our
anal ysis of the clains | eaves us in a quandry as to what is
covered by them W think the exam ner and the board were
wong in relying on what at best are specul ative assunptions
as to the neaning of the clains and basing a rejection under

35 U.S.C. 8 103 thereon.").

| ndependent cl ai m 38 and dependent cl ai m 39

Systemclaim38 recites "said ETC including a display
system a housing, software, a battery, a CPU, and an LCD
di splay."” Thus, systemclaim 38 recites physical structure
whi ch has not been addressed by the Exami ner. Although
claim 38 does not recite that the ETC data structure is

- 16 -
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contained in a nenory (which is mssing fromthe |ist of
structure), the structure included wwth the ETC i s enough to
provi de statutory subject matter. Accordingly, the § 101
rejection of clains 38 and its dependent claim 39 are

rever sed

35 U.S.C. 8§ 102(e)

The rejection stands or falls based on the sufficiency
of the Peppel declarations to antedate the Smth patent

The nerits of the anticipation rejection over Smth have
never been argued during prosecution and are not argued in the
Brief. See 37 CFR 8§ 1.192(c)(8)(iii) (1997) (In the rule
governi ng the content of the Argunent section of the appeal
brief: "For each rejection under 35 U S.C. 102, the argunent
shal |l specify the errors in the rejection and why the rejected
clainms are patentable under 35 U.S.C. 102, including any
specific limtations in the rejected clains which are not
described in the prior art relied upon in the rejection.™).
Appel lant relies exclusively on the (First) Declaration Under
37 CFR 8 1.131 by the inventor Tyler Peppel (part of Paper
No. 5) and the Second Declaration Under 37 CFR § 1.131 by M.

Peppel (Paper No. 8) to antedate the Smth patent.

- 17 -
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Accordingly, the rejection will be decided based on the
sufficiency of the Peppel declarations to swear behind Smth.

Cf. In re Baxter Travenol Labs., 952 F.2d 388, 391, 21 USPQd

1281, 1285 (Fed. Cir. 1991) ("It is not the function of this
court to examne the clains in greater detail than argued by
an appel l ant, |ooking for nonobvious distinctions over the

prior art."); In re Wechert, 370 F.2d 927, 936, 152 USPQ 247

254 (CCPA 1967) ("This court has uniformy followed the sound

rule that an issue rai sed bel ow which is not arqued in this

court, even if it has been properly brought here by a reason
of appeal, is regarded as abandoned and will not be
considered. It is our function as a court to decide disputed

i ssues, not to create them"); In re Wseman, 596 F.2d 1019,

1022, 201 USPQ 658, 661 (CCPA 1979) (argunents nust first be

presented to the Board before they can be argued on appeal).

The Peppel declarations do not establish conception of

clainmed invention coupled with diligence to the filing

dat e

A prior art patent which does not claimthe sane
pat ent abl e i nventi on may be sworn behi nd under 37 CFR § 1.131

by a showi ng of facts sufficient to establish a conpletion of

- 18 -
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the invention in this country before the filing date of the
application on which the U S. patent issued. "The show ng of
facts shall be such, in character and weight, as to establish
reduction to practice prior to the effective data of the
reference, or conception of the invention prior to the
effective date of the reference coupled with due diligence
fromprior to said date to a subsequent reduction to practice
or to the filing of the application.” 37 CFR 8§ 1.131(b). The
"invention" refers to the subject matter of the clainms. The
purpose of the Rule 131 showing is to establish broadly
possession of the invention. A Rule 131 decl arant need not
necessarily show possession of the entire invention as |ater
clainmed; it is sufficient that he shows possession of enough
to make the entire invention obvious to one of ordinary skil

inthe art. See In re Spiller, 500 F.2d 1170, 1176,

182 USPQ 614, 618-19 (CCPA 1974). CCf. Bosies v. Benedict,

27 F.3d 539, 543, 30 USPQ2d 1862, 1865 (Fed. GCir. 1994) (In
interferences: "The question of conception is properly
directed to whether there was 'formation [] in the mnd of the
inventor of a definite and permanent idea of the conplete and

operative invention . . . [and whether] every limtation of

- 19 -
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the count [was] known to the inventor at the time of the

al | eged conception.' Coleman v. Dines, 754 F.2d 353, 359,

224 USPQ 857, 862 (Fed. Cir. 1985) (enphasis added).").
The Exam ner states (Paper No. 10, pages 2-3):

The evidence is insufficient to establish a
conception of the invention prior to the effective date
of the Smth et al. reference. Conception is the nental
part of the inventive act. The Applicant proves
conception either by denonstrative evidence or by a
conpl ete disclosure to another. In this case, providing
a photocopy of a | ab notebook page having the word "E-
Card" is not denonstrative evidence. Denonstrative
evi dence is evidence that would enable one skilled in the
art to understand what the invention is; e.g.: a
flowchart or a block diagramis such evidence in this
technol ogical art. Furthernore, the evidence show ng
comuni cati ons between an inventor and a third party does
not show conpl ete disclosure to another. It is clear
that the communication[s] were in regards to a |licensing
agreenent. A reasonabl e busi nessman when in a potenti al
arnms-|l ength negotiation would not "show all his cards” to
his adversary for fear of losing | everage and proprietary
rights; therefore, conplete disclosure to another was not
conveyed at these neetings or commrunicati ons.

The evidence submtted is insufficient to establish
diligence froma date prior to the date of reduction to
practice to [sic, of] the Smth et al. reference to
constructive reduction to practice, i.e. the Applicant's
filing date. The particular "screen shots" are
insufficient to show diligence because the Applicant has
not provi ded evidence to establish the contents of each
docunent and the authenticity of the dates shown next to
t he docunent icons.
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Thus, the Exami ner finds the declarations and evi dence
insufficient to establish conception and diligence, both of
whi ch are necessary to antedate the Smth patent.

Appel | ant argues that the Peppel decl arations provide
evi dence of conception prior to the effective date of Smth
(Decenber 7, 1994) along with evidence of due diligence
(Br18). The declarations authenticate the evidence, but nake
no attenpt to correlate the evidence with the limtations of
t he cl ai ns.

We agree with the Exam ner's concl usion that the evidence
is not sufficient to establish conception and diligence, but
di sagree with the Exam ner's expressed reasons. Thus,
al t hough we sustain the rejection, we designate this a new
ground of rejection because Appellant has not had a fair

opportunity to respond. See In re Kronig, 539 F.2d 1300,

1302, 190 USPQ 425, 426 (CCPA 1976) (the "ultimate criterion”
of whether a rejection is newis "whether appellants have had
a fair opportunity to react to the thrust of the rejection").

The Exami ner states that showing is insufficient because
t he evidence is not "denonstrative evidence." Denonstrative

evi dence is evidence addressed directly to the senses w thout

- 21 -
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intervention of wi tnesses or testinony, as by actual sight,
hearing, or taste. It is not evidence which denonstrates how
the invention works as the Exam ner appears to think.
Appel l ant's evidence is denonstrative evidence. The Exam ner
hints at the correct reason by stating that a | ab notebook
page having the word "E-card” is not the kind of evidence that
woul d enabl e one skilled in the art to understand the

i nvention. However, this does not inform Appellant of the
real deficiency in the evidence.

The Exam ner al so states that the invention was not
conpletely disclosed at the neetings noted in the evidence.
This is an unsupported conclusion. W have no way of know ng
fromthe evidence exactly what was conveyed at the neetings.

The real reason the evidence does not establish
conception is because it does not show that Appellant was in
possession of the clainmed invention. The show ng of
conception nmust be comrensurate in scope with the clainms. Al
i ndependent clains 1, 15, 16, 19, 21, and 38 contain the
following limtation: "each ETC. . . having an electronic
format that supports card scarcity and card authenticity."”

"Card scarcity" can be generated by user skill, timng, copy
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protection, |limted manufacturing, and random di stribution of
partial sets (specification, pages 11-12, 15). "Card
aut henticity"” can be acconplished with encryption; e.g.,
"Counterfeit ETCs can be detected using public-key/private-key
encryption” (specification, page 12, lines 12-13). W do not
find the concepts of "card scarcity” and "card authenticity"
di scussed anywhere in the evidence submtted. One of the
slides is entitled "E-Card Security"; however, this appears to
just refer to how the ETCs are accessed and there is no
mention of card scarcity or card authenticity. This is just
one exanple, but it applies to all clainms. As another
exanple, we do not find support for the Iimtations of
entering a multiroomvirtual environnent and conpleting a set
as recited in claim16. The declarations should particularly
poi nt out how each claimlimtation is supported by the
evi dence. Appellant has not established conception of the
claimed invention and the Rule 131 declarations are
insufficient to overcone Smth. The anticipation rejection of
clainms 1-39 is sustained.

In addition, even assum ng the evidence was sufficient to

establish conception, Appellant has failed to establish
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diligence froma date prior to Smith's filing date to the
constructive reduction to practice which occurred on the
filing date of Appellant's application. W do not understand
what the Exam ner's coments have to do with diligence.
Diligence is whether Appellant and his attorney worked w t hout
delay to get the application filed, not the contents of the
docunent and the authenticity. Wiile we agree with counsel's
statenent that, in many circunstances, "[i]t is not
unreasonabl e to expect the preparation of a patent application
to take the interval from Decenber 2, 1994 unti

March 6, 1995" (Brl18), since the delay is over three nonths, a
decl aration of counsel would normally be expected setting
forth dates establishing progress towards filing. Therefore,
Appel I ant has not established diligence froma date prior to
Smith's filing data to the application filing date and the
Rul e 131 declaration is insufficient to overcone Smth. The
anticipation rejection of clains 1-39 is sustained for this

addi ti onal reason.



Appeal No. 1998-2848
Appl i cation 08/ 398, 862

CONCLUSI ON

The rejection of clainms 1-14 under 35 U S.C. § 101 is
sustai ned and the rejection of clainms 15-20, 38, and 39 under
8§ 101 is reversed. The rejection of clainms 21-37 under § 101
is reversed because claim21 is too indefinite to evaluate
statutory subject matter. A new ground of rejection has been
entered as to clains 21-37 under 35 U S.C. § 112, second
par agr aph.

The rejection of clains 1-39 under 35 U.S.C. § 102(e)
over Smth is sustained, but is denom nated as a new ground of
rej ecti on because of new reasoni ng.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that, "A new ground of rejection
shall not be considered final for purposes of judicial
revi ew. "

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
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ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

AFFIRVED - 37 CFR § 1.196(b)

LEE E. BARRETT )
Adm ni strative Pat ent Judge )

)

)

)

) BOARD OF PATENT
M CHAEL R FLEM NG ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)
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